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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
January 18 th 2008 has been entered. 

Response to Amendment 

2. Applicant's response filed January 18 th 2008 has been entered and made 
of record. 

3. Applicant has amended claims 43, 47, 51 , 52, 56, 75, 79 and 81 . New 
claim 74 is presently added. Claims 1-42 and 59-74 have been cancelled. Claims 43- 
58 and 75-84 are now pending. 

4. Applicant's remarks in view of the newly presented amendments have 
been fully considered. A new rejection is presented below. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
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obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



5. Claims 56-58 are rejected on the ground of nonstatutory double patenting 
over claims 1 and 3 of U. S. Patent No. 6,735,329 to Shultz since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: Although the conflicting claims are not identical, 
they are not patentably distinct from each other because Claim 56 of the present 
application is merely a broader version of claim 1 of the 6,735,729 Patent. Claim 3 of 
the 6,735,329 Patent also reads on claim 57 and 58 of the present application. 
Applicant is required to file a Terminal Disclaimer in order to overcome the Double 
Patenting rejection. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
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the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 43-45, 47-51-58, 75-82 and 84 are rejected under 35 U.S.C. 
103(a) as being unpatentable over the combination of U.S. Patents 6,397,213 to Cullen 
et al. and 6,804,684 to Stubler et al. and 6,031 ,526 to Shipp 

With regard to claim 43, Cullen discloses a device for providing a text related 
to an image, comprising: 

A microprocessor (column 3, line 27); 

A library of stored images (database 222); and 

A library of stored texts (database 222), wherein each of the stored texts is 
associated with at least one of the stored images (column 3, lines 49- column 4, 
lines 1-65, Cullen discloses dividing the image document into zones representing the 
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image portions and/or text portions. The text is associated with the image by attaching 
a caption or the header as discussed in column 4, lines 1-6). 

Cullen discloses that the image division into zones and the annotation is typically 
performed as the documents are entered into the database or in other words upon 
receipt of a new image. Cullen does not go into detail about how the image portions are 
annotated when they are first entered into the database. Stubler discloses a method of 
generating captions or text annotations for an image database as the images are 
entered into the database. Stubler discloses performing both low-level and high-level 
image processing to categorize images in order that the images can be compared with 
images already in the database (column 5, lines 19-36, column 6, lines 7-54 and column 
7, lines 25-30). When the images are entered in the database for the first time they are 
compared with other images already in the database and when a match of a certain 
degree is determined, the newly entered images are annotated with the pre-existing text 
or captions associated with the images already in the database (column 8, lines 18-39). 
Therefore Stubler discloses the claimed feature of wherein upon receipt of a new 
image, the microprocessor compares the new image to the stored images (column 
5, lines 19-36, column 6, lines 7-54 and column 7, lines 25-30) and selects for 
inclusion in a 0 record the stored text associated with the stored image that is 
most similar to the new image (column 8, lines 18-39). It would have been obvious to 
on of ordinary skill in the art to enter the image documents and annotations into a 
database as taught by Stubler in combination with the database of Cullen in order that 
the image documents be entered and tagged in such a way that would group the 
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images as taught by both Cullen and Stubler for better categorization and searching of 
the database. 

Neither Stubler nor Cullen explicitly teaches that the database is that of medical 
records. Shipp teaches the use of combining images and text to create medical records 
to be stored (column 4, lines 1-10). It would have been obvious to one of ordinary skill 
in the art at the time of invention to use the combined database and database creation 
taught by Cullen and Stubler to store medical records in order to make the records more 
organized and searchable. 

With regard to claim 44, Cullen discloses wherein the new image, stored 
images and stored texts are digital (Figs. 1 and 2A, the images and texts are 
scanned into digital form). 

With regard to claim 45, Cullen discloses wherein the microprocessor uses 
digital image recognition to identify the one of the stored images that is most 
similar to the new image (col. 3, lines 24-39). Stubler also discloses digital image 
recognition for identifying similar images (column 7, lines 24-29 and column 5, lines 20- 
35 and column 6, lines 6-54). 

With regard to claim 47, the discussion of claim 43 applies. Shipp discloses that 
the medical record is concerned with recording images of a procedure (column 2, lines 
29-37). 
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With regard to claim 48, Shipp discloses that the procedures are performed by a 
surgeon and are thus judged to be surgical procedures (column 4, lines 1-10). 

With regard to claim 49, the discussion of claim 45 applies. 

With regard to claim 50, Shipp discloses that the images are real-time (column 3, 
lines 12-20). 

With regard to claim 51 , the discussions of claim 43, 45 and 47 apply. 

With regard to claim 52, Cullen, Stubler and Shipp all disclose that the stored text 
is descriptive of the new image. See Cullen (column 4, lines 30-39), Stubler (column 5, 
lines 20-36), and Shipp (column 4, lines 1-10). 

With regard to claim 53, the discussion of claim 44 applies. 

With regard to claim 54, Cullen discloses means for communication the images 
and texts (network interface 144, column 3, line 33). 

With regard to claim 55, Shipp discloses wherein the images depict aspects of 
medical procedures (column 3, lines 13-27). 
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With regard to claim 56, the discussion regarding claim 43 applies. Cullen and 
Stubler disclose matching of images and text in databases and Shipp teaches 
combining video images and text descriptions into a digital image record of a surgical 
procedure. These kinds of records would be compatibly searched and matched by the 
combination taught by Cullen and Stubler. 

With regard to claim 57, and 58, Cullen and Stubler and Shipp disclose capturing 
and processing multiple images, processing those images and using them to create a 
database. 

With regard to claim 75, the discussion of claim 43 applies. 
With regard to claims 76-80, the discussions of claims 43-46 apply. 
With regard to claim 81 , the discussion of claim 43 applies. 
With regard to claims 82 the discussion of claim 43 applies. 
With regard to claim 84, the discussion of claim 43 applies. 
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7. Claims 46 and 83 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of U.S. Patents 6,397,213 to Cullen et al., 
6,804,684 to Stubler et al., 6,031 ,526 to Shipp 6,539,61 7 to Prokoski 

With regard to claim 46, the combination of Cullen, Stubler and Shipp disclose 
the method of claim 43, but do not disclose the wherein, when no stored image is 
similar to the new image, the microprocessor generates a signal to indicate that 
no match has been identified. When attempting to match an image, it very well 
known in the art to indicate no match when the matching process fails. Prokoski 
discloses matching medical images and teaches the use of a failure to match signal 
(column 1 6, lines 41-45). Therefore it would have been obvious to one of ordinary skill 
in the art at the time of invention to use the signal indicating no match has been found 
as taught by Prokoski in combination with the image matching processing taught by 
Cullen and Stubler for use with the medical images of Shipp in order to determine when 
no match was achieved. 

Contact Information 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to WESLEY TUCKER whose telephone number is 
(571)272-7427. The examiner can normally be reached on 9AM-5PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matt Bella can be reached on 571-272-7778. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Wes Tucker/ 
Examiner, Art Unit 2624 



